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Become an NDIA Member NDIR

New England

NDIA makes a difference, especially during the COVID-19 emergency. Our members connect
with both government and each other in ways that benefit the entire national security
cofmmunity. We assist with the government response, gather information, and share
information.

NDIA Members Are:
* Informed opinion leaders who are recognized as the go-to people in their fields of expertise

. Trulsted sources provided the community with innovative ideas and turning those ideas into
reality

* Dedicated to the betterment of national security and our defense capabilities

* Individuals and companies who are established authorities in their specialized fields whose
expertise of often sought

NDIA offers Corporate and Individual Memberships. Government employees and active duty
military can join NDIA for free for three years. For more information and to join please visit
ndianewengland.org




Become a Chapter Corporate Sponsor “le

New England

NDIA New England is now accepting sponsors for its 2020-21 program season.

Gain recognition for your company by over 4,000 NDIA New England members.

Who are NDIA New England Members? They are committed decision-makers in the private sector,
academia and government, part of the largest association committed to our national
security......including defense suppliers, research-driven entrepreneurs, prime contractors, system
integrators, university and federal laboratory research staff, DoD acquisition officials/program managers,
and federal and state officials/regulators.

Individual Webinar Sponsorship is now available. The next NDIA Webinar is July 9t “Hot Acquisition
Initiatives, Topics, and Trends and How they are Viewed by Key Regulators from the DoD, DCAA, and
DCMA.

Corporate Sponsorships for the period, Oct. 2020-Sept 2021 are also available.

For more information please email: info@ndianewengland.com




NDIA New England Webinar Series Nplk
IP Monetization

Topics for today will include:

* What is IP?
* How to protect and license the content of your IP
* How IP is not just patents, many forms of IP can be monetized

* How technology has made it easier for others to take and adopt our
technology if we let them

* Ways to spot potential IP monetization opportunities
* Latest Government and Regulatory Update
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Intellectual Property - Four Well-known Kinds “le

New England

* Patent
o New, Non-Obvious, Useful Idea

o Excludes
= Abstract Idea (e.g., algorithm),
= Law of Nature
= Natural Phenomenon

e Copyright
o Protects Expression, Not the Idea

e Trademark
o Brand Protection; Signifier of Source

* Trade Secret
o Confidential Information Giving Economic Value

e Other

o E.g., mask works, know-how, industrial design, geographical designations, moral rights
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Protecting Intellectual Property Nplk

New England

* Patent Prosecution
* Trademark Prosecution
* Copyright Notice, Registration

* Trade Secret Requirements
o Reasonable Measures to Maintain Confidentiality
o Employee Non Disclosure, Confidentiality Agreements
o Access Limited
o Plant/Office Visits Escorted
o Maintain Confidentiality in relation to departed employees
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Protecting Intellectual Property Nplk

New England

e Use in Business, i.e. Make Products Embodying Invention
* License

* Enforcement

* Litigation
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Monetization in Intellectual Property Nplk

New England

* Patents .
* Copyrights Marks
* Mask Works Trode — Patent
* Trademarks / \
* Trade Dress I"gm
* Trade Secrets Lay M /
Desigr —_~\COPYright
Industrial
Desigv
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Monetizing Patents Nplk

New England

 Utility Patents
o Protects the way something works

* Design Patents
o Protects the way something looks

e Plant Patents
o Protects roses
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Monetizing Copyrights Nplk

New England

e Literary works

e Musical works, including any accompanying words
* Dramatic works, including any accompanying music
* Pantomimes and choreographic works

* Pictorial, graphic, and sculptural works

* Motion pictures and other audiovisual works ALL RIGHTS RESERVED
* Sound recordings
* Architectural works
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Monetizing Mask Works "le

New England

Semiconductor Chip Protection Act — Separate from Copyright

“A series of related images, however fixed or
encoded (1) having or representing the
predetermined three-dimensional pattern of
metallic, insulating, or semiconductor material
present or removed from the layers of a
semiconductor chip product; and (2) in which
series the relation of the images to one another is
that each image has the pattern of the surface of
one form of the semiconductor chip product”
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Monetizing Mask Works NDIR

New England

Rights Conveyed

* To reproduce the mask work by optical,
electronic, or any other means

* To import or distribute a semiconductor chip
product in which the mask work is embodied

* To induce or knowingly to cause another person
to do any of the acts described in number 1 and
number 2
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Monetizing Trademarks Nplk

New England

* It’s a source identifier weoot AN F BEE
o What entity made the product

O@ —ones

* Typically, a logo, symbol, phrase, word, Gasy FedEx 8 NOKIA
name, or design used to show the k .
manufacturer of a product nowoa () =32 @ TOYOTA
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Monetizing Trade Dress Nplk

New England

* Refers to the way a product is "dressed"
to go to market

* AlImost anything at all that is capable of e I
carrying meaning \ /\\ //f\\ /
o Must have secondary meaning “ ?? f ll F Ry, J
= Consumer association of the design with the \ L$
advertising e @%w ; %Z;

)\

i
company or source through exposure and P
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Monetizing Trade Secrets Nplk

New England
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Defend Trade Secrets Act 2016

“All forms and types of financial, business, scientific, technical,
economic, or engineering information, including patterns, plans,
compilations, program devices, formulas, designs, prototypes,
methods, techniques, processes, procedures, programs, or codes,
whether tangible or intangible, and whether or how stored, compiled,
or memorialized physically, electronically, graphically,
photographically, or in writing if (A) the owner thereof has taken
reasonable measures to keep such information secret; and (B) the
information derives independent economic value, actual or
potential, from not being generally known to, and not being readily
ascertainable through proper means by, another person who can
obtain economic value from the disclosure or use of the information.
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Technology Changes Nplk

New England

» Technology changes make it easier for others to use/adapt technology
o Software intensive systems
o Modular software/systems
o Model based engineering/simulation
o Computer based manufacturing
o Additive manufacturing
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How to Spot Monetization Opportunities Nplk

* Opportunities vary based on the type of IP
involved

o No duty to enforce some
o Affirmative duty to enforce others

* Industry Monitoring
* Competitors
e Start-ups

e Catalog your IP

A2 Raytheon
Technologies

New England

% o

- ‘if-_ n -

- W

SHOW/ME THE'MONEY! s

McCarter
English



How to Spot Monetization Opportunities Nplk

New England

* Work your network

* Read, read, and read some more
o Who's suing who?
o What industries are litigious
o What companies license their technology

e |P Sales
* |P Auctions
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U.S. DoD Update Nplk

New England

* DoD IP Policy (DoD Instruction 5010.44) Oct 2019

* https://www.esd.whs.mil/Portals/54/Documents/DD/issuances/dodi/501044p.PDF?ver=2019-10-16-
144448-070

 |P Cadre created; Richard Gray appointed Director Nov 2019

* Multiple regulatory & statutory initiatives at various stages that impact IP
monetization in defense industrial base

* Negotiation of Price for Technical Data and Preference for Specially
Negotiated Licenses — Draft DFARS Case 2018-D071

o New 10 U.S.C. 2439 requires negotiation of a price for technical data before
development or production of major weapon systems, and amended 10 U.S.C.
2320 establishes a preference for specially negotiated licenses

» https://www.federalregister.gov/documents/2019/11/12/2019-24585/defense-federal-acquisition-
regulation-supplement-negotiation-of-price-for-technical-data-and
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U.S. DoD Update Nplk

New England

 Noncommercial Computer Software — Draft DFARS Case 2018-D018

o Implements new 10 U.S.C. 23223, establishing considerations for the acquisition
of all noncommercial computer software, related data and documentation, and
associated license rights

* https://www.federalregister.gov/documents/2020/01/14/2020-00430/defense-federal-
acquisition-regulation-supplement-noncommercial-computer-software-dfars-case

 Rights in Technical Data- Draft DFARS Case 2019-D044

o A new case pertaining to deferred ordering that will implement section 815(a) of
the NDAA for FY 2012, as amended by section 809(c) of the NDAA for FY 2017

o Report due date June 10, 2020
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U.S. DoD Update Nplk

New England

* Rights Relating to Modular Open System Approaches and Validation of
Proprietary Data Restrictions — Draft DFARS Case 2019-D042

o A new case that will implement section 815(b) of the NDAA for FY 2012, as
amended by section 809(a), (b) and (d) of the NDAA for FY 2017

o Report due date July 1, 2020

* For General DFARS Cases Status

* https://www.acq.osd.mil/dpap/dars/opencases/dfarscasenum/dfars.pdf
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U.S. DoD Legislative Proposals Nplk

New England

* May 2020 proposal of a new 10 USC 129e entitled Disclosure of certain

sensitive information to contractor personnel performing under a
Department of Defense contract

o To “enable the DoD to more efficiently and effectively share sensitive commercial,
financial, or proprietary information, technical data, or other privileged
information owned by other defense contractors, that is needed to perform
mission critical work, with covered Government support contractor personnel
performing efforts or research on behalf of the Department.”
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U.S. DoD Legislative Proposals Nplk

New England

* Multiple versions of amendments to 10 USC 2320 (a)(2)(D), which are
exceptions to constraints on the government for rights in technical data
related to privately funded technology, e.g. Limited Rights

o April 2020 version sought authority for: release, disclosure, or use of detailed
manufacturing or process data necessary for operation, maintenance (including depot-
level maintenance, repair, and overhaul), installation, training, airworthiness
determinations, testing and evaluation, or accident or incident investigations;

o June 2020 version (supersedes above) seeking authority for: release, disclosure, or use of
technical data equivalent to the Instructions for Continued Airworthiness required for
civil aircraft that is necessary to maintain airworthiness and safety

* See details at https://ogc.osd.mil/olc/legispro21.html
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NDIA New England Webinar Series Nplk

IP Monetization New England

A
NDIA New England Chapter
Thanks Our Generous Sponsors!
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Please join us for our next NDIA New England Webinar July 9th.

“Hot Acquisition Initiatives, Topics, and Trends and How they are Viewed by Key Regulators from the DoD,
DCAA, and DCMA”




